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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) jM is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1^4 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) [3 The drawing(s) filed on 05 December 2005 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) H Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)E3 All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.S Copies of the certified copies of the priority documents have been received in this National, 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Specification 



The first sentence of the specification requires a cross-reference to the 
counterpart PCT application; see 37 CFR 1 .78 and MPEP § 201 . 1 1 . 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 , 3 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is unclear how the claims can broadly recite reaction of any carboxyl-containing 
radically polymerizable unsaturated monomer when the claims require that the 
corresponding moiety in the product is specifically: 



Claim Rejections - 35 USC § 112 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1- 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
5230192 (JP 192). 

The rejected claims are drawn to a method for producing an unsaturated lactone- 
derived polyester monomer of Structural Formula (1): 



[see definitions in claim 1J 

comprising the steps of reacting a carboxyl-containing radically polymerizable 
unsaturated monomer with a cyclic lactone by the catalysis of an acidic catalyst in the 
presence of 1 to 50 parts by weight of water to 100 parts by weight of the total of the 
carboxyl-containing radically polymerizable unsaturated monomer and the cyclic 
lactone; and carrying out dehydration under reduced pressure for removing low boiling 
components to form an ester bond between a by-produced water-initiated lactone 




2 



(1) 
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oligomer and the carboxyl-containing radically polymerizable unsaturated monomer to 
thereby reduce a hydroxyl value to 5.0 mg of KOH per gram or less. 

With regard to the above embodiments, JP 192 teaches a reaction of 
caprolactone with acrylic acid. The difference between the process recited in th 
rejected claims and the process disclosed in JP 192 is that JP 192 fails to teach 1 to 50 
parts by weight of water to 1 00 parts by weight of the total of the carboxyl-containing 
radically polymerizable unsaturated monomer and the cyclic lactone. However, 
amounts of reagents and solvents are seen to be within the motivation of those of 
ordinary skill for the purpose of optimizing the process. 

JP 192 also fails to teach removing low boiling components to form an ester bond 
between a by-produced water-initiated lactone oligomer and the carboxyl-containing 
radically polymerizable unsaturated monomer. However, purification of the desired 
product is always within the motivation of those of ordinary skill for the purpose of 
obtaining an isolated product. 

Moreover, the claims recite a hydroxyl value to 5.0 mg of KOH per gram or less. 
However, since JP 192 substantially teaches the claimed reaction, those of ordinary skill 
would assume that the required hydroxyl content would necessarily be present in the 
product of JP 192, see MPEP 21 12.01 ("Where the claimed and prior art products are 
identical or substantially identical in structure or composition, or are produced by 
identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 
433 (CCPA 1977)."). See also MPEP 21 12 (""[T]he PTO can require an applicant to 
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prove that the prior art products do not necessarily or inherently possess the 
characteristics of his [or her] claimed product. Whether the rejection is based on 
'inherency' under 35 U.S.C. 102, on 'prima facie obviousness' under 35 U.S.C. 103, 
jointly or alternatively, the burden of proof is the same... [footnote omitted]." The burden 
of proof is similar to that required with respect to product-by-process claims. In re 
Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) (quoting In re Best, 562 
F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977))."). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571) 272- 
0645. The examiner can normally be reached on Monday to Friday from 9 a.m. to 5 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page, can be reached at telephone number (571) 272-0602. 
The fax phone number for the organization where this application or proceeding is 
assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





